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DETAILED ACTION 

Continued Examination Under 37 CFR LI 14 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 . 1 7(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 12 June 2007 has been entered. 

Election/Restrictions 

2. Claims 1-9 remain withdrawn from further consideration pursuant to 37 CFR 1 .142(b) as 
being drawn to a nonelected invention, there being no allowable generic or linking claim. 
Election was made without traverse in the reply filed on 17 August 2004. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

(f) he did not himself invent the subject matter sought to be patented. 

4. The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 

(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
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do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35 U.S.C. 102(e)). 

5. Claims 10-14 are rejected under 35 U.S.C. 102(e) as being anticipated by US Patent 
6,428,957 Bl (Delenstarr). 

6. The applied reference has a common assignee with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1.132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 37 CFR 1.131. 

7. Delenstarr, third and fourth columns, discloses a method whereby a fist plurality of 
nucleic acids (capture probes) are fixed to spatially addressable areas of an array. Each member 
of said first plurality comprises a different nucleotide sequence. Said method also requires the 
use of a second plurality of nucleic acids. Members of said second plurality (solution probes) 
comprise a first and second region. Each member of the second plurality has a different 
nucleotide sequence in the first region, which is complementary to a specific member of the first 
plurality. 

8. The second region of the members of the second plurality is complementary to a target. 
The aspect of knowing that the second region is complementary speaks directly to the nucleotide 
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sequences of the first, and second plurality members, as well as the nucleotide sequence of the 
target are all known. 

9. Said method also comprises the formation of a complementary structure between the 
second region of the solution probe (member of the second plurality) and the target, and also 
between the first region of the solution probe and a member of he first plurality. 

10. Delenstarr, column 6, third paragraph, teach that the members of the second plurality 
comprise nucleotides that favor formation of duplex structures between probe and target, and not 
between second region of member of second plurality and a member of the first plurality. Such a 
showing is deemed to meet the limitation of step b), wherein "unstructured nucleotides" are 
present in the second region of the members of the second plurality of nucleic acids. 

1 1 . Delenstarr, column 6, fourth paragraph, teaches that hybridization between the target and 
second region of the solution probe, and between the first region of the solution probe and the 
capture probe can take place either simultaneously, or in a step-wise manner. Such a teaching 
meets a limitation of claim 1 1 . 

12. Delenstarr, column 3 1 , second paragraph, teach labeling the target sequence at some 
point during the assay, and that the label generates an optical signal. 

13. Delenstarr, column 13, second paragraph, teaches that the label is part of the target 
molecule, and in the third paragraph, teaches that the label can be a fluorescent label. Such a 
showing meets a limitation of claims 13 an 14 wherein the label generates a light emission, 
which is detected. 
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14. For the above reasons, and in the absence of convincing evidence to the contrary, claims 
10-14 are rejected under 35 U.S.C. 102(e) as being anticipated by US Patent 6,428,957 Bl 
(Delenstarr). 

15. Claims 10-14 are rejected under 35 U.S.C. 102(f) because the applicant did not invent the 
claimed subject matter. The instantly claimed invention is disclosed and claimed in US Patent 
6,428,957 Bl (Delenstarr). The instant application does not share any common inventor with the 
Delenstarr patent. Accordingly, a question as to inventorship exists. 

16. Claims 10-14 are directed to an invention not patentably distinct from claims 12-18, 27, 
and 28 of commonly assigned U.S. Patent No. 6,428,957 Bl (Delenstarr). Specifically, the 
Delenstarr patent fairly teach a method for performing hybridization reaction using a first 
plurality of nucleic acids that are immobilized in an array pattern on a substrate; a second 
plurality of nucleic acids that comprise a first and second region, wherein the first region is 
complementary to a specific member of the first plurality, and wherein the second region is 
complementary to a known sequence of a target nucleic acid. Delenstarr also discloses the 
incorporation of nucleotides which reduce the likelihood of a duplex structure forming between a 
second region of a member of the second plurality and a member of the first plurality 
(applicant's unstructured nucleotides), but which do favor the formation of a duplex structure 
between the second region of a member of the second plurality and the target nucleic acid. 

17. The U.S. Patent and Trademark Office normally will not institute an interference between 
applications or a patent and an application of common ownership (see MPEP Chapter 2300). 
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Commonly assigned US Patent 6,428,957 Bl (Delenstarr), discussed above, would form the 
basis for a rejection of the noted claims under 35 U.S.C. 103(a) if the commonly assigned case 
qualifies as prior art under 35 U.S.C. 102(e), (f) or (g) and the conflicting inventions were not 
commonly owned at the time the invention in this application was made. In order for the 
examiner to resolve this issue, the assignee can, under 35 U.S.C. 103(c) and 37 CFR 1.78(c), 
either show that the conflicting inventions were commonly owned at the time the invention in 
this application was made, or name the prior inventor of the conflicting subject matter. 
18. A showing that the inventions were commonly owned at the time the invention in this 
application was made will preclude a rejection under 35 U.S.C. 103(a) based upon the commonly 
assigned case as a reference under 35 U.S.C. 102(f) or (g), or 35 U.S.C. 102(e) for applications 
pending on or after December 10, 2004. 



Double Patenting 

19. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re LongU 759 F.2d 887, 225 
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USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

20. A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

21 . Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

22. Claims 10-14 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 12-18, 27, and 28 of U.S. Patent No. 6,428,957 Bl 
(Delenstarr). Although the conflicting claims are not identical, they are not patentably distinct 
from each other because the claims of the Delenstarr patent fairly teach a method for performing 
hybridization reaction using a first plurality of nucleic acids that are immobilized in an array 
pattern on a substrate; a second plurality of nucleic acids that comprise a first and second region, 
wherein the first region is complementary to a specific member of the first plurality, and wherein 
the second region is complementary to a known sequence of a target nucleic acid. Delenstarr 
also discloses the incorporation of nucleotides which reduce the likelihood of a duplex structure 
forming between a second region of a member of the second plurality and a member of the first 
plurality (applicant's unstructured nucleotides), but which do favor the formation of a duplex 
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structure between the second region of a member of the second plurality and the target nucleic 
acid. 

Conclusion 

23. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bradley L. Sisson whose telephone number is (571) 272-0751. 
The examiner can normally be reached on 6:30 a.m. to 5 p.m., Monday through Thursday. 

24. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ram Shukla can be reached on (571) 272-0735. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

25. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Bradley L. Sisson/ 
Primary Examiner 
Art Unit 1634 
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